TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe patent examner’s final rejection of clains 1 through
5, all the clainms pending in the application. The appellants
filed an anendnment after final rejection on January 29, 1996.

The exam ner denied entry thereof.

! Application for patent filed March 29, 1994.
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W REVERSE.
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BACKGROUND

The appellant's invention is a method of operating a
controller as a network file server. The controller
interfaces a plurality of host processors to a plurality of
Smal | Conputer System lInterface (SCSI) peripheral devices,
i.e., SCSI targets, via a single SCSI initiator wwthin the
controller. Wen a host processor requests status data, i.e.,
ATTENTI ON DATA, froma target the data are witten to a nenory
in the controller fromwhich the processor can read the
requested data. The nenory contains separate address spaces
for each of the processors. The requested data are replicated
and a separate copy is stored at each of the address spaces so
that the data are avail abl e i ndependently to each of the
processors. Therefore, each of the processors has independent

access to the nost currently requested status data.

Claim1, which is representative of the clains, follows:

1. A nmethod of providing any of a plurality of host
processors ATTENTI ON DATA and PM DATA on any of a plurality of
SCSI targets through a controller, said controller including a
host adapter, m croprocessor, only one SCSI initiator, and
nmenory, with said nenory conprising separate addresses for
ATTENTI ON DATA from each of said plurality of SCSI targets for
each of said plurality of host processors on a one to one
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basis so that ATTENTI ON DATA fromone of said plurality of
SCSI targets for one of said host processors can be cleared
wi t hout clearing any other ATTENTI ON DATA, with said nethod
conprising the steps of:

receiving at said controller a conmand from one of said
plurality of host processors for one of said plurality of SCSI
targets;

determining if said controller contains ATTENTI ON DATA
fromsaid one of said plurality of SCSI targets;

determining if said command is a request for ATTENTI ON
DATA when said controller contains ATTENTI ON DATA from sai d
one of said plurality of SCSI targets;

returni ng ATTENTI ON DATA fromsaid controller to said one
of said plurality of host processors for said one of said
plurality of SCSI targets and clearing at said controller only
the ATTENTI ON DATA for said one of said plurality of host
processors fromsaid one of said plurality of SCSI targets
when said command is a request for ATTENTI ON DATA; and

returni ng PM DATA for said one of said plurality of SCSI

targets when said controll er does not contain ATTENTI ON DATA
and command is a PM REQUEST.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains foll ows:
Fi scher 4,783, 730 Novemnber 8,

1988
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Clainms 1-5 stand rejected under 35 U.S.C. § 102(b) as
bei ng antici pated by Fischer. Rather than repeat the
argunments of the appellants or exam ner, we nake reference to
the appeal brief, reply brief, and exam ner’s answer for the

respective details thereof.

OPI NI ON

In reaching our decision in this appeal, we have
consi dered the subject matter on appeal, the rejection
advanced by the exam ner, and the evidence of anticipation
relied on by the exam ner as support for the rejection. W
have al so considered the appellants’ argunents contained in
the briefs along with the examner’s rationale in support of
the rejection and argunents in rebuttal contained in the
exam ner’s answer. After considering the record before us,
it is our viewthat the Fischer does not neet fully the

invention as recited in clains 1-5. Accordingly, we reverse.

As a prelimnary matter, the appellants contends that for

pur poses of the appeal the clains do not stand or fal
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together. (Brief, p. 5) This contention appears to be based
on enunerated differences in what the clains cover. (ld. at
4-5) The appellants fails to present argunments why the
dependent clains (i.e., clainms 2-5), which are subject to the
sanme rejection as the independent claim(i.e., claiml), are
separately patentable. |In the argunent section of the appea
brief the appellants nmakes no coment on the dependent clains
but only argues about the independent claim Accordingly, it
IS appropriate for us to treat the clainms subject to the

rejection as standing or falling together as a single group.

See 37 CF.R 8 1.192(¢c)(7); MP.E.P. 8 1206. See In re King,
801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cr. 1983).

Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of performng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,




Appeal No. 97-1206 Page 7
Application No. 08/219, 555

388 (Fed. GCir. 1984); cert. dism ssed, 468 U S. 1228 (1984);

WL. Gore and Associates, Inc. v. Grlock, Inc., 721 F.2d

1540, 1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied,

469 U.S. 851 (1984).

The exam ner basically nmakes a bl anket antici pation
rejection of clainms 1-5 on Fischer w thout neani ngful
analysis. (Answer, p. 4) The rejection does not indicate how
the examner is reading the clains on the disclosure of
Fischer. The first tinme in the answer that the exam ner makes
any correspondence between el enents of the clains and the
di scl osure of Fischer occurs in the response to argunents
section of the answer. There the exam ner reads only sel ected
limtations fromthe clains on
the di sclosure of Fischer. The exam ner’s correspondence of
el ements, however, fails to consider all the |anguage of

clains 1-5.

Regar di ng i ndependent claim 1, notw thstandi ng the many
limtations of the claimignored by the exam ner, the

appel l ants nmakes a single relevant argunent in support of its
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position that Fischer does not anticipate the invention of the
clainms. Appellants make several argunents which conpare the
di scl osure of their invention with Fischer (i.e., argunents
concerning a limtation of an ANSI standard) but the disclosed
invention is not the nmeasure of patentability. The rel evant
argunent made by appellants are that Fischer fails to

di scl oses the clained nmenory conprising separate address
spaces for storing ATTENTI ON DATA from each of the targets for
each of the processors on a one-to-one basis such that
ATTENTI ON DATA from one of the targets for one of the hosts
can be cleared w thout clearing ATTENTI ON DATA for any of the
ot her hosts. (Reply Brief, p. 3) The examner fails to

address this argunent.

We agree with the appellants that Fischer fails to
di scl ose the invention of independent claim1l. Fischer
di scl oses
interfacing a plurality of processors 2 to a plurality of 1/0O
devi ces 42a-42c via an |/ O adapter 22a and a main nenory 26.
Data transferred between the processors and peri pheral devices

are witten to the nenory in the controller (col. 4, lines 14-
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20). The nmenory of Fischer does not replicate data being
transferred froma device, however, and store a separate copy
of the data at separate addresses so that the data are
avai | abl e i ndependently to each of the processors. The nenory
of Fi scher enploys Queue Descriptors to store data being
transferred between the processors and devices. A single
Queue Descriptor is allocated to each device (col. 5, lines
36-37). Thus, status data froma particul ar device are not
replicated and stored in separate address spaces for each
processor in Fischer. The status data are stored only at one
address space. Because the invention of clains 1-5 is not
fully disclosed by Fischer, we do not sustain the rejection

based on Fi scher.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject

clains 1-5 under 35 U. S.C. § 103 is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

REVERSED

LANCE LEONARD BARRY
Adm ni strative Patent Judge

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JERRY SM TH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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